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Star Athletica, LLC v. Varsity Brands, Inc., No. 15-866 (reviewing Varsity Brands, Inc. v. Star 
Athletica, LLC, 799 F.3d 468 (6th Cir. 2015); rehearing en banc denied by Varsity Brands Inc. v. 
Star Athletica, LLC, 2015 U.S. App. LEXIS 18558 (6th Cir., Oct. 7, 2015); certiorari granted in 
part by Star Athletica v. Varsity Brands, 2016 U.S. LEXIS 3031 (May 2, 2016). 
 
This case presents a question that Star Athletica calls “the most vexing, unresolved question in 
copyright law;” that the Fourth Circuit describes as a “metaphysical quandary;” and that the 
Sixth Circuit says has “confounded courts and scholars:” whether designs for cheerleading 
outfits (or other useful articles) are “conceptually separable” from the underlying outfit (or 
article)—and thus protectable under the Copyright Act. 
 

   
Is there a metaphysician in the house? 

 
§102(a)(5) of the Copyright Act protects “works of authorship” that are “pictorial, graphic, and 
sculptural works.” “Useful articles” are not protectable under the Act unless the design aspects of 
the article “can be identified separately from, and are capable of existing independently of, the 
utilitarian aspects of the article.” Id.  But what is “separability,” and how is it determined? The 
Copyright Office defines two types, the first of which “physical separability:”  
 

Physical separability means that the useful article contains pictorial, graphic, or sculptural 
features that can be physically separated from the article by ordinary means while leaving 
the utilitarian aspects of the article completely intact. [Compendium of US Copyright 
Office Practice, §924.2(A)] 
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For instance, “[a] sufficiently 
creative decorative hood ornament 
on an automobile” would be 
protectable as a physically separate 
work if it could be removed from 
the hood without destroying the 
ornament or the utilitarian aspects 
of automobile. Id. at § 924.2(A); 17 
U.S.C. § 101.  

Maybe it should be destroyed. 
 
If a useful article’s pictorial, graphic, or sculptural aspects are not physically separable from its 
utilitarian aspects, the article may still be protectable if these two aspects are “conceptually 
separable;” a requirement that (according to the Copyright Office): 
 

[is satisfied] only if the artistic feature and the useful article could both exist side by side 
and be perceived as fully realized, separate works—one an artistic work and the other a 
useful article. [Compendium of US Copyright Office Practice, §924.2(B)] 

 
For instance, The Copyright Act 
would not protect a dress 
design, but it would protect a 
design for the fabric used to 
make the dress. Knitwaves, Inc. 
v. Lollytogs Ltd., 71 F.3d 996, 
1002 (2d Cir. 1995). 
 
Varsity sued Star Athletica for 
infringing the copyrights on five 
cheerleader outfit designs—
copyrights that had originally 
been rejected by the Office for 
failing to meet the conceptual 
separation test. 

 
How’s she supposed to sit down? 

 
The District Court rejected Varsity’s claim, finding that the design elements (chevrons, stripes 
and patterns) of each cheerleader outfit could not be conceptually separated from the outfit itself.  
 
A divided panel of the Sixth Circuit reversed; in its ruling, the Court noted that besides the 
Copyright Office test quoted above, there were eight other tests for determining conceptual 
separability; two of the (easier to articulate) tests are: 
 

• The Primary-Subsidiary Approach: A pictorial, graphic, or sculptural feature is 
conceptually separable if the artistic features of the design are “primary” to the 
“subsidiary utilitarian function.”  

  



 3 

 
• The Likelihood-of-Marketability Approach: A pictorial, graphic, or sculptural feature 

is conceptually separable if  “there is substantial likelihood that even if the article had no 
utilitarian use it would still be marketable to some significant segment of the community 
simply because of its aesthetic qualities.”  

 
In holding Varsity’s graphic designs to be 
copyrightable subject matter, the Court of 
Appeals rejected all nine pre-existing 
tests for conceptual separability—and 
created a tenth that involves five separate 
inquiries. The Court concluded that the 
graphic features of Varsity’s designs “can 
be identified separately from, and are 
capable of existing independently of, the 
utilitarian aspects of [cheerleading 
uniforms],” because Varsity’s designs are 
“transferrable to articles other than the 
traditional cheerleading uniform,” and 
“‘nothing (save perhaps good taste) 
prevents’ Varsity from printing or 
painting its designs, framing them, and 
hanging the resulting prints on the wall as 
art.” (emphasis added) 

 
What’s not to like? 

 
On May 2, 2016, the Supreme Court granted Star Athletica’s petition for certiorari; next term it 
will answer the metaphysical (more specifically, ontological?) question: “when [is] a feature of a 
useful article…protectable under §101 of the Copyright Act?” 

Bring it on. 
 

 - Frederick Hadidi 

 


